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DETAILED ACTION 

1 . Claims 1 -7, 9, and 1 1 -39 are pending. 



Response to Arguments 

2. Applicant's arguments filed July 16, 2009 have been fully considered but they are 
not persuasive. 



3. The applicant argues with respect to the apparatus claims (1-7, 9, and 11-18) 
that the claims are not worded so as to claim functional limitations, but include 
structure positively performing various functions, and as such those limitations 
must be evaluated and considered. 



4. The examiner disagrees. Firstly, the examiner notes the example claim 
language cited by the applicant ("adapted to be filled," adapted to be affixed," 
adapted to be positioned," and "configured to") are dissimilar to the applicant's 
claim language. That its, "adapted to be filled," adapted to be affixed," adapted 
to be positioned," clearly describe structural limitations and the applicant's claims 
never recite, "configured to." 

Clearly, the applicant's claims are directed to functional limitations. It is true 
the applicant's claims are directed to structure, but the structure is limited simply 
by the functions it performs. Therefore, the examiner reiterates, in MPEP 
2106(IV)(B) it states, "that an apparatus claim with process steps is not classified 
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as a "hybrid" claim; instead, it is simply an apparatus claim including functional 
limitations." 

Further, "[w]hile features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from the prior 
art in terms of structure rather than function" and "apparatus claims cover what a 
device is, not what a device does." See MPEP 21 14. See also MPEP 21 1 1 .04 
("Claim scope is not limited by claim language that suggests or makes optional 
but does not require steps to be performed, or by claim language that does not 
limit a claim to a particular structure"). 

5. The applicant argues with respect to claim 1, 6, 7, 9, 11-13, 17-20, 24-29, and 
34-39 that the combination of Pecus in view of Deo is improper because Pecus 
fails to disclose its terminal having less processing power, and therefore one of 
ordinary skill in the art would see no need to use the method disclosed in Deo. 

6. The examiner disagrees and notes, the test for obviousness is not whether the 
features of a secondary reference may be bodily incorporated into the structure 
of the primary reference; nor is it that the claimed invention must be expressly 
suggested in any one or all of the references. Rather, the test is what the 
combined teachings of the references would have suggested to those of ordinary 
skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 
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In regards to the combination of Pecus and Deo, the applicant has pointed to 
various exemplary embodiments of the Pecus disclosure to reach the conclusion 
that no where is it disclosed that there is a terminal with less processing power 
than an associated apparatus. This conclusion fails to appreciate what the 
teachings would have suggested to those of ordinary skill in the art. That is, Deo 
discloses shifting the processing burden of a terminal to a computer it is 
networked with (Deo, column 2, line 65-column 3, line 4) and one of ordinary skill 
in the art would appreciate that computer networks have a heterogeneous array 
of computers with varying processing powers (networks suggested by the Deo 
and Pecus teachings, i.e. not strictly limited to exemplary embodiments; further, 
never, even in the exemplary embodiments of the Pecus disclosure, would it 
suggest to one of ordinary skill that the terminal must have greater processing 
power than the associated apparatus, a conclusion the applicant has reached). 
Therefore, by combining Deo and Pecus, Pecus's system would be better suited 
if the end node had less processing power than the NOC. 

7. The applicant argues with respect to claim 1,6,7,9,11-13,1 7-20, 24-29, and 
34-39 that the combination of Pecus in view of Deo is improper because Deo's 
solution leads away from the alleged combination. 



8. The examiner disagrees and notes, the test for obviousness is not whether the 
features of a secondary reference may be bodily incorporated into the structure 
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of the primary reference; nor is it that the claimed invention must be expressly 
suggested in any one or all of the references. Rather, the test is what the 
combined teachings of the references would have suggested to those of ordinary 
skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 

In this particular case, the examiner's proposed combination would not have 
changed the principle operation of either of the Pecus (delivering multimedia 
content to internet users without degradation, see column 4, lines 55-61) or Deo 
(remotely managing memory in programmable portable information devices from 
external computers, see column 1, lines 7-12) disclosures, and therefore one of 
ordinary skill in the art would still have motivation to combine the teachings 
(elaborated on in paragraph 6 above, and the claim rejection below). 

9. The applicant argues with respect to claims 3, 4, 14,15, 21, 22, 31, and 32, 30 
that the combination of Pecus and Deo fails to disclose a determining content 
having an exceed client expiration time, and from that content, sending or 
receiving instructions to delete content having the highest deletion priority value 
from the comparison of the deletion priority values. 

10. The examiner disagrees. Pecus and Deo discloses, as substantially recited in 
the claims, determining a plurality of pieces of content having an exceeded client 
expiration time (Pecus, column 17, lines 15-20, "expired files" are identified), 
identifying a piece of content having a highest deletion priority value from a 
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comparison of the deletion priority values of the pieces of content having an 
exceeded client expiration time (column 17, lines 20-24, the data manager 
checks forfile(s) marked for forced deletion; i.e. a plurality of files' forced deletion 
flag is compared with the Boolean value "true" to determine if they should be 
deleted, "true" being the highest value for deletion priority; further, as all files are 
checked those that are expired will also be checked), and send one or more 
instructions instructing the terminal to delete the identified piece of content 
(Pecus, column 17, lines 15-28, if files are both expired and have are marked for 
forced deletion, they will be deleted). 

1 1 .The applicant argues with respect to claims 5, 16, 23, and 33 that the 

combination of Pecus and Deo fails to disclose when memory of the terminal 
does not have sufficient storage capacity for at least one subsequent piece of 
content and each piece of content having an exceeded client expiration time has 
been identified and deleted, the processor is further configured to identify at least 
one piece of content having a highest deletion priority value from a comparison of 
the deletion priority values of any pieces of content remaining in memory of the 
terminal, and send one or more instructions instructing the terminal to delete the 
identified at least one piece of content. 

12. The examiner disagrees. Pecus and Deo disclose when memory of the terminal 
does not have sufficient storage capacity for at least one subsequent piece of 
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content and each piece of content having an exceeded client expiration time has 
been identified and deleted (see claim 4 rejection and response to arguments), 
the processor is further configured to identify at least one piece of content having 
a highest deletion priority value from a comparison of the deletion priority values 
of any pieces of content remaining in memory of the terminal column 1 7, lines 
20-24, the data manager checks for file(s) marked for forced deletion; i.e. a 
plurality of files' forced deletion flag is compared with the Boolean value "true" to 
determine if they should be deleted, "true" being the highest value for deletion 
priority), and send one or more instructions instructing the terminal to delete the 
identified at least one piece of content (Pecus, column 17, lines 15-28). 

13. The applicant argues with respect to claims 7, 25, and 35 that the combination of 
Pecus and Deo fail to disclose a server expiration time as recited in the claims. 

14. The examiner disagrees. Pecus discloses the processor is further configured to 
monitor the server expiration time of the at least one piece of content in memory 
of the apparatus to determine if at least one piece of content has an exceeded 
server expiration time (Pecus, column 17, lines 15-28, expiration times may be 
relative to different clocks, e.g. system or network as recited on line 19-20), and if 
at least one piece of content has an exceeded server expiration time, delete the 
at least one piece of content having an expired server expiration time (Pecus, 
column 17, lines 15-28). 
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Claim Rejections - 35 USC § 103 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. Claims 1, 6, 7, 9, 11-13, 17-20, 24-29, 34-39 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Pecus et al (US Pat. 7,130,908), hereafter "Pecus," 
in view of Deo et al (US Pat. 6,157,982), hereafter "Deo." 

17. As to claim 12, Pecus discloses an apparatus comprising a processor and 
memory storing executable instructions that in response to execution by the 
processor cause the apparatus to at least perform the following: 

sending, to another apparatus located remote from the apparatus, a status of 
at least one piece of content stored in memory of the apparatus (column 22, lines 
37-59, edge node (apparatus) responds to requests from NOC (other apparatus) 
with information related to the status of content stored at the edge node), each 
piece of content being associated with parameters including a client expiration 
time and a deletion priority value (column 17, lines 35-41 , files stored on the 
edge node have expiration times and deletion indications (deletion priority 
value)), 
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receiving one or more instructions from the other apparatus based upon the 
status and the associated parameters to at least partially control storage of the at 
least one piece of content in memory of the apparatus (column 1 6, lines 7-1 7, 
NOC (network entity) sends messages to the edge nodes (terminal) to delete 
files and data). 

But, Pecus does not explicitly disclose the received instructions at the 
apparatus, located remotely from the other apparatus, are based upon the client 
expiration time and the deletion priority value. Rather, Pecus discloses these 
steps are carried out by the edge node (reading on the apparatus), not the NOC 
(reading on the other apparatus), see column 17, lines 15-28. However, Pecus 
does disclose that the NOC is functionally capable of sending instructions to the 
edge node, including delete instructions (column 22, lines 30-38). 

However, Deo discloses sending one or more instructions from a processor to 
a remote terminal based upon the status of the content stored in memory to at 
least partially control storage at least one piece of content in memory of the 
terminal, said instruction including determining available memory capacity of the 
terminal and if said memory does not have sufficient storage capacity deleting 
content (column 3, lines 8-24, a computer (apparatus) remotely issues memory 
transactions (instructions) to a information device (terminal), those instructions 
being based upon the content of the information device's memory, and the 
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computer (apparatus) determines how much space is available as it has a map of 
the device memory in its own memory). 

Thus, the combined teachings of Pecus and Deo would yield a system in 
which the memory management method of Pecus executed by the edge node 
(i.e. determining what entries are expired and which are marked for deletion) 
would be carried out by the NOC. Due to the fact, that Deo discloses a system in 
which a remote device memory transactions are controlled by another, separate 
device. 

Therefore it would have been obvious to one of ordinary skill in the art at the 
time of the invention to combine the teachings of Pecus and Deo in order to 
decrease the processing burden of a terminal that has less processing power 
available than a computer it is networked with (Deo, column 2, line 65-column 3, 
line 4). 

18. As to claims 1,19, 29, and 39, they are rejected by the same rationale set forth in 
claim 12's rejection. 

19. As to claim 6, Pecus discloses the invention substantially with regard to the 
parent claim 1 , and further discloses the apparatus configured to store at least 
one piece of content, wherein the parameters further include a server expiration 
time (column 17, lines 15-20), and wherein the memory stores executable 
instructions that in response to execution by the processor cause the apparatus 



Application/Control Number: 10/690,656 Page 1 1 

Art Unit: 2452 

to further perform sending at least one piece of content to the terminal (column 
1 1 , lines 40-50, NOC receives data and forwards it to the edge nodes). 



20. As to claim 7, Pecus and Deo disclose the invention substantially with regard to 
the parent claim 6, and further disclose monitoring the server expiration time of 
the at least one piece of content in memory of the apparatus to determine when 
at least one piece of content has an exceeded server expiration time (Pecus, 
column 17, lines 15-28, expiration times may be relative to different clocks, e.g. 
system or network as recited on line 19-20), and when at least one piece of 
content has an exceeded server expiration time, deleting the at least one piece of 
content having an expired server expiration time (Pecus, column 17, lines 15-28). 



21 .As to claims 9, 1 1 , 17, 26, and 36, Pecus discloses the processor is configured to 
associate each piece of content stored in the memory is associated with 
respective parameters (column 17, lines 20-28). 



22. As to claims 13 and 20 Pecus discloses receiving one or more instructions 
comprises receiving one or more instructions to delete at least one piece of 
content based upon a comparison between the deletion priority value of each 
piece of content stored in memory (column 1 7, lines 1 1 -1 4), to receive the one or 
more instructions being received when, based on a determination of when 
memory has sufficient storage capacity for at least one subsequent piece of 
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content, the memory does not have sufficient storage capacity (column 17, lines 
20-24, the data manager checks for files marked for forced deletion; i.e. a 
plurality of files' forced deletion flag is compared with the Boolean value "true" to 
determine if they should be deleted). 

23. As to claims 18, 27, and 37, Pecus discloses the processor is configured set a 
deletion priority value for at least one piece of content (column 17, lines 20-28). 

24. As to claims 24, Pecus discloses receiving at least one piece of content at the 
network entity; and sending at least one piece of content to the terminal such that 
the terminal receives, and thereafter stores, the at least one piece of content 
(column 1 1 , lines 40-50, NOC receives data and forwards it to the edge nodes). 

25. As to claims 25, Pecus discloses the parameters further includes include a server 
expiration time (Pecus, column 17, lines 15-20), and wherein the method further 
comprises: 

monitoring the server expiration time of the at least one piece of content in 
memory of the network entity to determine when at least one piece of content 
has an exceeded server expiration time (Pecus, column 17, lines 15-20); and 

when at least one piece of content has an exceeded server expiration time, 
deleting the at least one piece of content having an expired server expiration time 
(Pecus, column 17, lines 15-20). 
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26. As to claims 28 and 38, Pecus discloses associating each piece of content 
comprises associating each piece of content stored in memory of the terminal 
with respective parameters at the network entity (column 17, lines 20-28). 

27. As to claims 34, Pecus and Deo disclose the invention substantially with regard 
to the parent claim 30, and further disclose receiving at least one piece of content 
at the network entity; and sending at least one piece of content to the terminal 
such that the terminal receives, and thereafter stores, the at least one piece of 
content (Pecus, column 1 1 , lines 40-50, NOC receives data and forwards it to the 
edge nodes). 

28. As to claim 35, it is rejected by a similar rationale to that set forth in claims 7's 
rejection. 

29. Claims 2-5, 14-16, 21-23, and 30-33 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Pecus in view of Deo in further view of Jerding et al (US 
Pub. No. 2005/0172326), hereafter "Jerding." 

30. As to claims 2 and 30, Pecus and Deo disclose the invention substantially with 
regard to the parent claims 1 and 29, and Pecus further discloses determining 
when memory of the terminal has sufficient storage capacity for at least one 
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subsequent piece of content (column 17, lines 11-14), and when memory does 
not have sufficient storage capacity deleting at least one piece of content based 
upon a comparison of the deletion priority values of a plurality of pieces of 
content stored in memory of the terminal (column 17, lines 20-24, the data 
manager checks for files marked for forced deletion; i.e. a plurality of files' forced 
deletion flag is compared with the Boolean value "true" to determine if they 
should be deleted). 

But, Pecus fails to disclose that a processor, located remotely from the 
terminal, carrying out the determining and sending steps. Rather, Pecus 
discloses these steps are carried out by the edge node (reading on the terminal), 
not the NOC (reading on the apparatus), see column 17, lines 1-10. However, 
Pecus does disclose that the NOC is functionally capable of sending instructions 
to the edge node, including delete instructions (column 22, lines 30-38). 

However, Deo discloses sending one or more instructions from a processor to 
a remote terminal based upon the status of the content stored in memory to at 
least partially control storage at least one piece of content in memory of the 
terminal, said instruction including determining available memory capacity of the 
terminal and if said memory does not have sufficient storage capacity deleting 
content (column 3, lines 8-24, a computer (apparatus) remotely issues memory 
transactions (instructions) to a information device (terminal), those instructions 
being based upon the content of the information device's memory, and the 
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computer (apparatus) determines how much space is available as it has a map of 
the device memory in its own memory). 

Thus, the combined teachings of Pecus and Deo would yield a system in 
which the memory management method of Pecus executed by the edge node 
(i.e. determining what entries are expired and which are marked for deletion) 
would be carried out by the NOC. Due to the fact, that Deo discloses a system in 
which a remote device memory transactions are controlled by another, separate 
device. 

But, neither Pecus nor Deo disclose the comparison between deletion priority 
values of pieces of content. Rather, Pecus discloses a comparing a marked for 
deletion flag with a Boolean value. 

However, Jerding discloses a dynamic comparison between deletion priority 
values of a plurality of pieces of content stored in memory in order identify 
content that needs to be deleted in order to make room in memory for more 
content from a remote device ([0059]). 

Because both Pecus and Jerding disclose methods of creating memory space 
for incoming data, it would have been obvious to one of ordinary skill in the art at 
the time of the invention substitute one method (i.e. Pecus's method, with forced 
deletion flags) for the other (i.e. Jeding's method, with dynamic comparisons of 
priority values of memory content) to achieve the predictable result of effectively 
creating memory space for incoming data (i.e. the end result both disclosures). 
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31 .As to claim 3, Pecus, Deo, and Jerding disclose the invention substantially with 
regard to the parent claim 2, and further disclose determining a plurality of pieces 
of content having an exceeded client expiration time (Pecus, column 17, lines 15- 
20, "expired files" are identified), identifying a piece of content having a highest 
deletion priority value from a comparison between the deletion priority values 
(Jerding, [0059]) of the pieces of content having an exceeded client expiration 
time, the comparison excluding any piece of content without an exceeded client 
expiration time and sending one or more instructions instructing the terminal to 
delete the identified piece of content (Pecus, column 17, lines 15-28, if files are 
both expired and have are marked for forced deletion, they will be deleted). 

32. As to claim 4, Pecus, Deo, and Jerding disclose the invention substantially with 
regard to the parent claim 3, and further disclose the process is configured to 
repeatedly identify a piece of content, and send one or more instructions to 
instruct the terminal to delete the identified piece of content (Pecus, column 17, 
lines 15-28), until one of memory of the terminal has sufficient storage capacity 
for the at least one subsequent piece of content (Pecus, column 1 7, lines 1 5-28), 
or each piece of content having an exceeded client expiration time has been 
identified and deleted (Pecus, column 17, lines 15-28). 

33. As to claim 5, Pecus, Deo, and Jerding disclose the invention substantially with 
regard to the parent claim 4, and further disclose when memory of the terminal 
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does not have sufficient storage capacity for at least one subsequent piece of 
content and each piece of content having an exceeded client expiration time has 
been identified and deleted (Pecus, column 17, lines 15-28), the processor is 
further configured to identify at least one piece of content having a highest 
deletion priority value from a comparison between the deletion priority values of 
any pieces of content remaining in memory of the terminal (Jerding, [0059]), and 
send one or more instructions instructing the terminal to delete the identified at 
least one piece of content (Pecus, column 17, lines 15-28). 

34. As to claims 14, 15, 21, 22, 31, and 32 they are rejected by a similar rationale to 
that set forth in claims 3 and 4's rejections. 

35. As to claims 16, 23, and 33, they are rejected by a similar rationale to that set 
forth in claim 5's rejection. 

Conclusion 

36. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

37. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed 
within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
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period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .1 36(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

38. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas J. Dailey whose telephone number is 
571-270-1246. The examiner can normally be reached on Monday thru Friday; 
9:00am - 5:00pm. 

39. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thu Nguyen can be reached on 571-272-6967. The fax phone 
number for the organization where this application or proceeding is assigned is 
571-273-8300. 

40. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 



Application/Control Number: 10/690,656 Page 
Art Unit: 2452 

Representative or access to the automated information system, call 800-786- 
91 99 (IN USA OR CANADA) or 571 -272-1 000. 



IT. J. D./ 

Examiner, Art Unit 2452 



/THU NGUYEN/ 

Supervisory Patent Examiner, Art Unit 2452 



